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Background: Trademarkholder brought action
againstcompetitorassertingrademarkinfringement,
false designationof origin, and false advertising
under Lanham Act, and dilution under state law.

Holdings: On competitor'smotion for summary
judgment, the District Cour€arter J., held that:

(1) trademarkholderdid not establishlikelihood of
confusion betweenits "VENTURA" mark and
competing watch maker's "VENTURE" mark, and

(2) trademarkholder could not establishdilution of
its "VENTURA" mark by competingwatch maker's
"VENTURE" mark under New York law.

Motion granted.
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law infringement, and false designationof origin,
whereVENTURA mark wasonly moderatelystrong,
partiesprominentuse of their housemarkson their
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watchesand in their advertisementsdiminished
possibility of confusion,andcaretakenby consumers
in purchaseof expensivewatchesmade confusion
unlikely dueto proximity. LanhamTrade-MarkAct,

a 32,15 U.S.C.A. & 1114(a)
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Trademarkholder could not establishdilution of its
"VENTURA" mark by competingwatch maker's
"VENTURE" mark under New York law, since
dilution statute only protected extremely strong
marks,and VENTURA mark was only moderately
strong. McKinney's General Business Law & 360
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OPINION
CARTER J.

*1 Plaintiff, The Swatch Group (U.S.) Inc.

("Swatch"), brings this action againstdefendant,
Movado Corporation ("Movado"), asserting
trademarkinfringement,false designationof origin,

and false advertisingunder the Lanham Act, 15

U.S.C.oo 1114(a)and1125(a) aswell asinjury to

businessreputation under New York General
BusinessLaw @ 360-1 and commonlaw trademark
infringement.Now beforethe court are defendant's
motion for summaryjudgmentand plaintiff's cross
motion for partial summary judgment.

BACKGROUND
Hamilton Watch Company("Hamilton"), a division
of Swatch,introduceda watch with the trademark
VENTURA in 1957.(Pl.'s Rule 56.1(a) Stmt. Mat.
Facts] 6.) This wasthe world'sfirst electricwatch,
however,sincethat time, the watchessold underthe
VENTURA mark havetransitionedfrom electric to
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quartz movement.(Id. at |} 9.) Hamilton is an
Americanwatch brand, and marketing efforts have
focusedon the messagehat Hamilton'swatchesare
"uniquely American." (Faivet Dep. at 80.)

The face of the VENTURA watch featuresthe
Hamilton logo, and is triangular or boomerang-
shaped.(Wang Decl. Ex. 1.) Almost all of the
watchesin the VENTURA line havea leatherband
and contain an image of an electric bolt running
horizontally through the centerof the watch face.
(Id.; Def.'s Ex. 14; Faivet Dep. at 33.) The
VENTURA mark doesnot appearon any part of
Hamilton's VENTURA watch itself, nor does it
appearon its packaging.excepton a stickeron one
side of the box, abovethe watch'sbar code. (Faivet
Dep. at 43-45.)

In Spring of 1998, Movado, through its ESQ
division, introduceda watchline called VENTURE.
FN1] (Def.'s Mem. Supp.Summ.J. at 3.) Most of
the watchesin this line have a stainlesssteelband
and a rectangularface, althoughESQ also recently
introduceda roundface style. (DiamondDecl.| 5.)
The face of VENTURE watch depicts the ESQ
SWISS logo, conveyingthat the watch has Swiss
movement.(Id. at] 7.) The VENTURE mark does
not appear anywhere on the watch or on its

packaging.I(.)

EN1. On January?9, 1998, beforeadopting
the VENTURE mark, a full searchfor the
trademark VENTURE was conducted.
(Def.'s Mem. in Further Supp.Summ.J. at
19; GilsenanDep. at 31-32.) Swatchdoes
not claim that this searchrevealedthe
existence of its VENTURA mark.

DISCUSSION
A. Summary Judgment Standard

Summaryjudgmentmay not be grantedunless"the
pleadings,depositions,answersto interrogatories,
andadmission®n file, togethemwith the affidavits, if
any, show that thereis no genuineissueasto any
materialfact andthatthe moving partyis entitledto a
judgmentasa matterof law." Rule 56, F.R. Civ. P. In
determining whether summary judgment is
appropriatea court mustresolveall ambiguitiesand
draw all reasonablénferencesagainstthe moving
party. SeeMatsushitaElec. Indus.Co., Ltd. v. Zenith
Radio Corp.,475U.S.574,587,106 S.Ct. 1348, 89
L.Ed.2d 538 (1986)(citing United Statesv. Diebold,
Inc., 369 U.S.654,655,82 S.Ct.993,8 L.Ed.2d176
(1962)). Neverthelessthe moving party will be
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entitled to judgmentas a matter of law where the
nonmovingparty fails to makea significantshowing
on an essentialelementof its casewith respectto
which it hasthe burdenof proof. Celotex Corp. v.
Catrett, 477 U.S. 317, 325, 106 S.Ct. 2548, 91
L.Ed.2d 265 (1986) The party opposingsummary
judgment "may not rest upon mere allegations,"
ratherit must"set forth specific facts showingthat
thereis a genuineissuefor trial." Rule 56(e), F.R.

Civ. P. [EN2

ENZ2. This caseinvolves cross-motiongor
summary judgment, making the analysis
marginally more complexin that all parties
are both moving and nonmoving parties
simultaneously.Rather than review the
recordtwice, this opinion analyzeshe case
primarily asa motionfor summaryjudgment
by defendant,drawing all inferencesand
resolving all ambiguities in favor of
plaintiff.

B. TrademarkInfringementand False Designation
of Origin

*2 Whendecidingwhethera trademarkowner will
be protectedagainstthe unauthorizediseof its mark,
or one very similar, the crucial issueis " 'whether
thereis any likelihood that an appreciablenumberof
ordinarily prudentpurchasersrelikely to be misled,
or indeedsimply confused,as to the sourceof the
goodsin question."' McGregor-Doniger Inc. v.
Drizzle Inc., 559 F.2d 1126, 1130 (2d Cir.1979)
(quoting Mushroom Makers, Inc. v. R.G. Barry
Corp., 580 F.2d 44, 47 (2d Cir.1978) (per curiam),
cert. denied,439 U.S. 1116, 99 S.Ct. 1022, 59
L.Ed.2d 75 (1979). Thus,in orderto prevail on a
claim of falsedesignatiorof origin under15U.S.C.o
1125(a)or trademarkinfringementunder15 U.S.C.xo
1114, a plaintiff must demonstratea likelihood of
confusionasto the sourceof the parties'respective
products[FN3] SeeNabiscolnc. v. Warner-Lambert
Co.,220 F.3d 43, 44-45 (2d Cir.2000)

EN3. The proof requiredto prevail on a
common law infringement claim mirrors
that necessaryo prevail underthe Lanham
Act. Seelvoclar N. Am., Inc. v. Dentsply
Intern., Inc., 41 F.Supp.2d 274
(S.D.N.Y.1998)(Carter,J.) (citing Tri-Star
Pictures, Inc. v. Leisure Time Prods., 17
F.3d 38, 43 (2d Cir.199%)

The yardsticksto be appliedin determiningwhether
thereis a likelihood of confusionare setforth in the
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classiccaseof Polaroid Corp. v. Polorad Electronics
Corp., 287 F.2d 492,495 (2d Cir.), cert denied,368
U.S. 820,82 S.Ct. 36, 7 L.Ed.2d 25 (1961) These
factorsinclude 1) the strengthof the mark; 2) the
degreeof similarity betweenthe two marks; 3) the
proximity of the products;4) the likelihood plaintiff
will bridge the gap betweenthe two products;5)
actual confusion between the two marks; 6)
defendant'ggood faith in adoptingits mark; 7) the
quality of defendant's product; and 8) the
sophisticationof the buyersof the parties'goods.
Polaroid Corp., 287 F.2d at 495. This list of factors

is not exclusive,nor is any onefactor determinative.

SeeW.W.W.PharmaceuticalCo., Inc. v. Gillette Co.,
984 F.2d 567,572 (2d Cir.1993) (citations omitted).
"The properapproachis to weigh eachfactorin the
contextof the othersto determineif, on balance,a
likelihood of confusion existsId. (citation omitted).

[1] Looking to thesefactors,it is apparenthatin the
case of competing products, the likelihood of
bridging the gap is not a relevantinquiry. _[FN4]
Bristol-MyersSquibbCo. v. McNeil-P.P.C. Inc., 973
F.2d 1033, 1044 (2d Cir.1992) Also, thereis no
evidencethat the productsat issue here differ in
quality; therefore,a comparisorof the quality of the
productswould not be helpful in determiningthe
likelihood of confusion.Seeid. The remainingfactors
require additional discussion.

EN4. The "bridging the gap" factor
considerswhetherthe seniorusermay wish
to enterthe defendant'snarketin the future.
Ivoclar N. Am., Inc. v. DentsplyInt'l, Inc.,
41 F.Supp.2d274, 282 (S.D.N.Y.1998)

(Carter, J.).

1. Strength of the Mark

The strengthof the mark analysisfocuseson "the
distinctivenessof the mark, or more precisely, its
tendencyto identify the goodssold underthe mark as
emanatingfrom a particular, although possibly
anonymoussource."W.W.W. PharmaceuticalCo.,
984 F.2d at 572 (citation omitted). A mark'sstrength
is measureddy the degreeto which it is inherently
distinctive,andthe courtis alsopermittedto consider
the degree to which it is distinctive in the
marketplacein otherwords,the degreeto which the
mark hasacquireda secondaryneaning.McGregor-
Doniger,559 F.2d at 1131-33.

*3 To gaugethe inherentdistinctivenesof a mark,
courtshave usedfour classifications:1) generic,2)
descriptive, 3) suggestive,and 4) arbitrary or
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fanciful. W.W.W.PharmaceuticalCo., 984 F.2d at

572 (citation omitted). The Second Circuit has

defined these categories as follows:
A genericmarkis generallya commondescription
of goodsandis ineligible for trademarkprotection.
A descriptivemark describesa product'sfeatures,
qualitiesor ingredientsin ordinary languageand
may be protectedonly if secondarymeaningis
established.A suggestivemark employs terms
which do not describebut merely suggestthe
featuresof the product,requiring the purchaseito
useimagination,thought,andperceptionto reacha
conclusionasto the natureof goods....Fanciful or
arbitrary marksare eligible for protectionwithout
proof of secondarymeaningand with ease of
establishing infringement.
Id. (citations and internal quotation marks omitted).

Movado doesnot contestthat the VENTURA mark
is arbitrary for watches. (Def.'sMem. FurtherSupp.
Summ. J. at 7.) Rather,defendantarguesthat the
distinctivenessof plaintiff's mark has beendiluted
throughthird party usesof the VENTURA mark and
similar marksin the watchindustry. SeeLever Bros.
Co. v. Am. BakeriesCo., 693 F.2d 251, 256 (2d
Cir.1982) (holding that third party use diluted the
strength of an arbitrary mark).

In support of its argument, Movado presents
evidencethat a Swisswatch manufacturerVentura
Design on Time S.A. ("Ventura DoT"), markets
watchesin the United Statesunder the marks
VENTURA DESIGN ON TIME and SEGMENTS
BY VENTURA with plaintiff's permission.[FN5
Sometimesboth brandsof watchesare sold in the
samestores.(FischerDecl. | 2.) In addition, three
stores that sell watches use the trade names
VENTURA or VENTURE, including Venture
Stationeran New York City, which sellsHamilton's
VENTURA watches, Ventura Fine Jewelersin
KenoshaWisconsin, which also sells VENTURA
watchesandVentura& Sons,a watchwholesalerin
Miami, Florida. (d. at |} 3-5.)

ENS. Specifically,in exchangdor allowing
Ventura DoT to use those marks in
connectionwith the sale of watchesin the
United Statesplaintiff is permittedto useits
VENTURA markin EuropewhereVentura
DoT has prior rights in the mark. (Def.'s
Mem. at 6, Ex. 19.)

Ultimately, the strengthof a mark dependson its
distinctivenessor its "origin-indicating” quality, in
the eyesof the purchasingpublic. Lever Bros., 693
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F.2d at 256 (quotingMcGregor-Doniger 559 F.2d at
1131).Third party use,particularlyby VenturaDoT,
which sellsluxury watchesnationwide,surelydilutes
the distinctivenessof plaintiff's mark for watches.
Therefore, the protectionto which that mark is
entitled is diminished. The court holds that the
VENTURA mark is only moderately strong;
accordingly the "strengthof the mark factor" weighs
only slightly in plaintiff's favor[FN6]

ENG6. As noted above,distinctivenesamay
also be establishedwith evidencethat a
mark has acquireda secondarymeaning.
Though Swatchclaimsthat the VENTURA
is one of its mostwell-known watch lines,
the evidence presented by plaintiff
(including confidentialsalesand advertising
data) does not support a finding of
secondary meaning in the minds of
consumers(FaivetDecl.} 5; FaivetDep.at
159-61.)

2. Similarity of the Marks

In assessinghis factor, similarity betweenthe marks
in and of itself is not the test--for this reason cases
involving the alteration,addition, or elimination of
only a single letter from the old mark to the new
reachdivergentresults.McGregor-Doniger,559 F.2d
at 1133 (citations omitted). Rather,the crux of the
issueis whetherthe similarity is likely to cause
confusion among numerous customerswho are
ordinarily prudent. Morningside Group Ltd. v.
Morningside Capital Group, L.L.C., 182 F.3d 133,
139-40 (2d Cir.1999)

*4 When a product'sbrand nameis prominently
featured, the likelihood of confusion basedon a
subsidiarymark is unlikely. SeeNabisco, Inc. v.

Warner LambertCo., 220 F.3d 43, 46 (2d Cir.2000)

In some casesthis can even be dispositive of the
likelihood of confusionissue.Seeid. Although the
marks VENTURA and VENTURE are similar
visually and aurally, viewed in their commercial
context this similarity could not reasonablybe
expectedto be perceivedby and rememberedby

potentialpurchasersvho do not evenseethesemarks
when examiningthe watches.[FN7] In addition to

beingthe only markson the watchesthemselvesthe
HAMILTON andESQmarksareby far the dominant
marksin the parties'advertisementsyith the marks
VENTURA and VENTURE appearingin much
smallertype. [FN8] The prominentuseof the house
marksHAMILTON andESQon the parties'watches
andin all of their advertisementgoesfar to eliminate
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the possibility of confusionin this case This factor, if

not dispositive, weighs most heavily in Movado's
favor. Seeid. (ICE BREAKERSandDENTYNE ICE

for gum held dissimilar and this was dispositive,
where defendant"prominently-indeedprimarily-

identifie[d] DENTYNE ICE as a memberof the
DENTYNE family of gums...."); W.W.W.
PharmaceuticalCo.,984 F.2d at 573 (SPORTSTICK
and RIGHT GUARD SPORT STICK held not
similar, in part becausethe RIGHT GUARD line

namewas prominentlyfeaturedin advertisingandon

the product, in letters three times the size of the
SPORTSTICK portion of the mark); Bristol-Myers,
973 F.2d at 1045-46 (TYLENOL P.M. and
EXCEDRIN P.M. trade dressesheld not similar
becausé'the prominenceof the trade nameson the
two packagesweighs heavily againsta finding of

consumer confusion....").

EN7. The sticker on the outer box of the
Ventura watchescontainsthe VENTURA
mark, but this mark is not prominent.In any
case,this outer box would not normally be
seenby a prospectivepurchaser.(Faivet
Dep. at 79- 80.)

EN8. For example, in magazine
advertisementplacedby Movadoin eleven
publicationsnationwidein the Fall of 2000
and Spring of 2001, the ESQ mark was
twenty times larger than the VENTURE
mark. (Def.'s56.1 Stmt. at 35, Reitter Decl.
at2.)

3. Proximity of the Products/Sophisticatiomof the
Purchasers[EN9]

EN9. Thesefactorsare analogousand may
be considered together. lvoclar, 41
F.Supp.2dat 280 (citing Vitarroz Corp. v.
Borden, Inc., 644 F.2d 960, 967 (2d

Cir.1981).

To the extentgoodsservethe samepurpose,fall
within the samegeneralclass,or are usedtogether,
the useof similar designationgs morelikely to cause
confusion.W.W.W.PharmaceuticalCo., 984 F.2d at
573 (citation omitted). This effect will be mitigated,
however,when consumersare sophisticatedand/or

careful in their purchases of particular types of goods.

Severalfacts supporta finding of proximity of the
goods in this case. VENTURA and VENTURE
watchesare of similar price and are targetedto
similar consumers.The watchesare advertisedin
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similar channelsand are sold in the samestores.In
departmenstores,ESQ watchesare often presented
in a separatecasefrom Hamilton watches;however,
in smallerwatch or jewelry stores,VENTURA and
VENTURE watches may be displayed together.

Yet even if the goods are proximate, the
sophisticatioror careof purchasersveighsagainsta
likelihood of confusionon this basis. The average
consumerspendinghundredsof dollars on a watch
that will be worn for yearsis likely to give close
attentionto the type of watch he or sheis buying.
Seee.g.,McGregor-Doniger559F.2dat 1137("The
greaterthe value of the article, the more careful the
typical consumercan be expectedto be ...");
Merriam-Webster,Inc. v. RandomHouse, Inc., 35
F.3d 65, 72 (2d Cir.1994) (consumerswill exercise
carewhen purchasingdictionariesthat cost $20 and
will be usedfor severalyears);Revlon.Inc. v. Jerrell,
Inc., 713 F.Supp.93 at 99 (S.D.N.Y.1989)(Leisure,
J) ("To the extentthata distributorsellsits productto
apparentlysophisticatedshoppersat high quality
departmentstores,customersophisticationusually
militates against a finding of likelihood of
confusion").

*5 In sum,the caretakenby consumer®f expensive
watchesmakesconfusiondue to the proximity of

thesegoodsunlikely. [FN10] The "proximity of the

products" and "sophisticationof the purchasers"
factors weigh in Movado's favor.

FN10. The absenceof evidenceof actual
confusion,discussedelow, further detracts
from the significanceof proximity of the
goods.Seelever Bros.693 F.2d at 257

4. Actual Confusion

Although the watchesat issuehaveco-existedin the
marketplacefor over four years,plaintiff presentso
instancesof actual customerconfusion between
VENTURA and VENTURE watches.[FN11] Nor
doesplaintiff presenta consumeisurveyindicatinga
likelihood of confusion.[FN12] While a plaintiff
neednot prove actualconfusionin orderto prevailin
an infringement action, Swatch'sfailure to show
actual confusion may weigh againsta finding of
likelihood of confusion.SeeNabisco, Inc. v. PF
Brands,Inc., 191 F.3d208,228(2d Cir.1999)(noting
that where consumersare exposedto two allegedly
similar trademarksn the marketplacdor anadequate
periodof time and no actualconfusionis detectecby
surveyor otherwise this canbe a powerful indication
of no likelihood of confusion)(citing McGregor-
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Doniger, 559 F.2d at 1136). This factor weighsin
defendant's favor.

EN11. Plaintiff submits a Macy's
advertisementin which VENTURA is
misspelledas VENTURE as its only proof
of actual consumerconfusion. Plaintiff's
evidencsds insufficientasa matterof law, as
thereis no indication that consumerswvere
actually confusedafter the advertisement
was published in December of 2001.

EN12. It is defendanivho submitsresultsof
a marketsurvey,indicatingthat only 1% of
respondentsvere confusedasto the source
of the watchesat issue.Plaintiff attacksthe
methodologyof the survey; however,it is
unnecessaryto resolve that issue here
becauseevenif the court were to assume
arguendothat the survey were flawed, it
would not help plaintiff in proving actual
confusion.

4. Good Faith

The "good faith" factor considers"whether the
defendantadoptedits mark with the intention of
capitalizingon plaintiff's reputationandgoodwill and
any confusion betweenhis and the senior user's
product." W.W.W.PharmaceuticalCo., 984 F.2d at
575 (quoting Lang v. RetirementLiving Pub. Co.,
949 F.2d 576, 583 (2d Cir.1991). Significantly,
Movado conducteda full trademarksearchbefore
adoptingits VENTURE mark. Seeid. (no badfaith
found, in part becausedefendanthad a trademark
search performed prior to adopting the mark).

Plaintiff arguesthat defendant'sllegedinfringement
of the VENTURA mark is part of a patternof bad
faith infringementof Swatch'smarks. Specifically,
plaintiff claimsthattwo othermarks,EVERESTand
GRAMERCY, were also appropriatedby Movado.
Swatch'sargumentis not supportedy thefactsin the
record.Defendantconductediull trademarksearches
before adoptingthe EVEREST and GRAMERCY
marks, the results of which were devoid of any
referenceo plaintiff's allegedmarks.(Def.'s Exs. 35,
36.) Nor has Swatchpresentecevidencethat it has
prior rightsin the EVERESTor GRAMERCY marks.
As there is a lack of affirmative evidence
demonstratingbad faith, this factor also weighs
against Swatch.

5. Review of the Polaroid Factors
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Weighing the above factors, most of which favor
defendant,the court holds that plaintiff cannot
establisha likelihood of confusion betweenthe
VENTURA and VENTURE marks as a matter of
law. Accordingly, summaryjudgmentis grantedto
defendantwith respectto Swatch's trademark
infringement,commonlaw infringement,and false
designation of origin claims.

C. Injury to Business Reputation

[2] Swatch also alleges that Movado's sale of

VENTURE watchesviolates New York General

Business Law o 360, which provides:
*6 Likelihood of injury to businesseputationor of
dilution of the distinctivequality of a mark or trade
nameshallbe a groundfor injunctiverelief in cases
of infringement of a mark registeredor not
registeredor in casesof unfair competition,
notwithstanding the absenceof competition
betweenthe partiesor the absenceof confusionas
to the source of the goods or services.

The SecondCircuit hasheld that this statuteprotects
only "extremely strong marks," and has noted that
“[d]istinctivenesdor dilution purposeoften hasbeen
equatedwith the strengthof a mark for infringement
purposes."Kraft General Foods, Inc. v. Allied Old

English, Inc., 831 F.Supp.123,134 (S.D.N.Y.1993)
(Leisure, J.) (citing Mead Data Central, Inc. v.

Toyota Motor Sales,U.S.A., Inc., 875 F.2d 1026,
1030-33(2d Cir.1989). Having alreadydetermined
that Swatch'sVENTURA mark is only moderately
strong in the infringement context, the court
concludesthat Swatchis not entitled to protection
undera_3601.

D. False Advertising

Swatchhasnot presentedany evidenceto supporta
claim that Movado "misrepresent[edthe nature,
characteristicsqualities,or geographicorigin of [its]
goods,services,or commercialactivities ." Seel5
U.S.C.o 1125(a)(1)(B) This claim fails asa matter
of law.

CONCLUSION
For the reasonsstatedabove,defendant'snotion for
summary judgment is granted in its entirety.
IT IS SO ORDERED.
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