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The Court of Appeals for the Sixth Circuitrecently addressed whether design patterns on cheerleading
uniforms arecopyrightable subject matter. The SixthCircuit held that because the designs are
separable from the cheerleading uniformson which they appear, they are not “useful articles” and thus
eligible forcopyright protection.
Plaintiffs-Appellants Varsity Brands, Inc.,Varsity Spirit Corporation, and Varsity Spirit Fashion &
Supplies, Inc.(collectively, “Varsity”) design and manufacture cheerleading uniforms. SeeVarsity
Brands, Inc. v. Star Athletica, LLC, 799 F.3d 468, 471 (6th Cir.2015). Varsity’s designers create
theirdesigns without regard to the “functionality of the uniform or the ease ofproducing a full-sized
uniform that looks like the sketch.” Id. Varsity owns several copyright registrationsfor the designs
featured on its cheerleading uniforms, five of which were thesubject of this litigation. Id. DefendantAppellee Star Athletica, LLC (“Star”) markets and sells, amongother things, cheerleading uniforms. Id.
at 474. After noticing Star’s advertisements forcheerleading unfirms that looked similar to Varsity’s five

registered designs,Varsity brought this lawsuit for copyright infringement and various claimsunder
Tennessee state law. Id. at 474-75.
At the close of discovery, both parties movedfor summary judgment. Star argued thatVarsity did not
have a valid copyright in the five designs because the designswere for useful articles, and therefore not
copyrightable. Id.at 475. Varsity, on the other hand,argued that its designs were protectable and that
Star had infringed thosedesigns. Id. The district courtgranted Star’s motion for summary judgment,
holding that Varsity’s designs werenot copyrightable subject matter because they were not separable
from theutilitarian function of a cheerleading uniform. Id. That is, Varsity’s designs, which consistedof
colors, stripes, chevrons, and similar designs specifically associated withcheerleading, “[made] the
garment recognizable as a cheerleading uniform,” andtherefore the aesthetic features of the
“cheerleading uniform merge[d] with thefunctional purpose of the uniform.” Id. (citation and internal
quotationmarks omitted).
Varsity appealed the district court’s decisionto the Sixth Circuit, who vacated the district court’s decision
and remandedfor further proceedings.
Before turning to the parties’ functionalityarguments, the Sixth Circuit addressed Varsity’s argument
that the districtcourt had not accorded appropriate deference to its copyrightregistrations. As the court
noted, acertificate of registration “made before or within five years after the firstpublication of the work
shall constitute prima facie evidence of the validityof the copyright.” 17 U.S.C. § 410(c). Three of
Varsity’s five designs wereregistered within five years after first publication and thus were entitled tothe
statutory presumption of validity. Varsity Brands, 799 F.3d at 477. The question before the court,
however, washow much deference to give the presumption of validity.
The Sixth Circuit distinguished between twotypes of deference that courts accord to agency
decisions: Deference under Chevron U.S.A. Inc. v. Natural Resources Defense Council, Inc., 467U.S.
837 (1984), and deference under Skidmorev. Swift & Co., 323 U.S. 134 (1944). Chevron deference, the
moredeferential of the two, applies when Congress has expressly delegated to anagency “authority or
responsibility to implement a particular provision or filla particular gap,” or when “the agency’s generally
conferred authority andother statutory circumstances [make apparent] that Congress would expect
theagency to be able to speak with the force of law when it addresses ambiguity inthe statute or fills a
space in the enacted law.” VarsityBrands, 799 F.3d at 477 (quoting UnitedStates v. Mead Corp., 533

U.S. 218, 229 (2001)). In such circumstances, an agency’s regulationor interpretation is binding on
courts unless it is “procedurally defective,arbitrary or capricious in substance, or manifestly contrary to
thestatute.” Id. at 478 (quoting Mead,533 U.S. at 227). Conversely, whenCongress has not expressly
or impliedly delegated authority to an agency topromulgate rules with the power of law,
Skidmoredeference applies. Id. Skidmore deference recognizes that “agency interpretations of
astatute deserve ‘respect proportional to [the interpretations’] power topersuade’ . . . when the agency
has ‘specialized experience and broaderinvestigations and information available’ than those available
to thejudiciary.’” Id. (quoting Mead, 533U.S. at 234-35). When applying Skidmore deference, factors to
considerinclude “the thoroughness evident in the agency’s consideration, the validityof its reasoning, its
consistency with earlier and later pronouncements, andall those factors which give it power to
persuade.” Id.480 (quoting Mead, 533 U.S. at228).
The court concluded that certificates ofcopyright registration should be accorded
Skidmoredeference. Id. at 479. The courtexplained that the individual decisions concerning the
copyrightability ofworks are not “rules carrying the force of law,” and thus did not deserveChevron
deference. Id. (quoting Mead, 533U.S. at 226-27).
The court then turned to whether Star hadovercome the presumption of validity afforded by Varsity’s
copyrightregistrations. It explained that Section102 of the Copyright Act protects “pictorial, graphic, and
sculptural works.” 17 U.S.C. § 102. The definition of “pictorial, graphic, andsculptural works” in Section
101 of the Copyright Act provides that “the designof a useful article . . . shall be considered a pictorial,
graphic, orsculptural work only if, and only to the extent that, such design incorporatespictorial, graphic,
or sculptural features that can be identified separatelyfrom, and are capable of existing independently
of, the utilitarian aspects ofthe article.” 17 U.S.C. § 101. Section 101 also defines a “useful article”as
“an article having an intrinsic utilitarian function that is not merely toportray the appearance of the article
or to convey information.” Id.
Taken together, these provisions require atwo-part inquiry as to whether an article is protectable: First,
whether the design for which copyrightprotection is sought is a “design of a useful article,” and if so,
second,whether the design of the useful article is separable from its utilitarianaspects. Varsity Brands,
799 F.3d at 481. This appeal involved the second inquiry.

As this was a question of first impressionbefore the Sixth Circuit, the court discussed its approach to
determiningwhether the pictorial, graphic, or sculptural features of the design of auseful article are
separable from the utilitarian aspects. The court began by noting that there are twodifferent ways to
determine separability — physical separability and conceptualseparability. Id. at 481. The
physicalseparability test, which asks whether the pictorial, graphic, or sculpturalfeatures can be
physically separated from the article “by ordinary means whileleaving the utilitarian aspects of the
article completely intact,” haslimitations, especially for two-dimensional objects. Id.at 482. Thus, the
Sixth Circuit held,like other Circuits had before it, that designs are still protectable even ifthey are not
physically separable from the useful article, as long as they areconceptually separable. Id. at 483.
The court observed that courts and scholars havestruggled over the years to formulate a test for
conceptual separability, withnumerous approaches set forth by the Copyright Office, courts,
andcommentators. See id. at 484-85 (providing descriptions of nine tests forconceptual
separability). Afterreviewing several cases from other Circuits, the Sixth Circuit adopted a hybridof
several tests that poses five questions: (1) Is the design a pictorial, graphic, or sculptural work? (2) If
so, then is it a design of a usefularticle—“an article having an intrinsic utilitarian function that is not
merelyto portray the appearance of the article or to convey information?” 17 U.S.C. § 101. (3) What
are the utilitarian aspects of theuseful article? (4) Can the viewer ofthe design identify pictorial, graphic,
or sculptural features separately fromthe utilitarian aspects of the useful article? (5) Can the pictorial,
graphic,or sculptural features of the design of the useful article exist independentlyof the utilitarian
aspects of the useful article? SeeVarsity Brands, 799 F.3d at 487-88.
Asking these questions in reference to Varsity’suniform designs, the court held that Varsity’s designs
are conceptuallyseparable from the uniform:
•

First, Varsity’s designs for which it owned copyrightregistrations are two-dimensional works of

graphic art, and thus are“pictorial, graphic, or sculptural works.” Id. at 489.
•

Second, Varsity’s designs are designs ofuseful articles because they are designs of cheerleading

uniforms, which have“an intrinsic utilitarian function that is not merely to portray the appearanceof
[clothing] or to convey information.” Id. at 489-90 (quoting 17U.S.C. § 101).
•

Third, the utilitarian aspects of acheerleading uniform are to “cover the body, wick away moisture,

and withstandthe rigors of athletic movements.” Id. at 490 (citation and internalquotation marks

omitted). Star made twoarguments on this point, both of which the court rejected. First, Star argued
that the utilitarianaspects of a uniform are to identify the wearer as a cheerleader and as amember of a
cheerleading team. Id. The court stated that this was an impermissible consideration under
theCopyright Act’s definition of “useful article.” See 17 U.S.C. § 101 (providingthat a “useful article”
does not merely “convey information”). Second, Star argued that the design’sdecorative function is one
of the utilitarian aspects of the uniform. VarsityBrands, 799 F.3d at 490. The courtexplained that to the
extent Star was arguing that the uniform’s decorativefeatures were “inextricably intertwined with the
utilitarian aspects of acheerleading uniform because they serve a decorative function,” it rejectedthat
argument. Id. According to the court,taking this argument to its logical limit would mean that all artwork
wasunprotectable because it also has a decorative function, i.e., decorating the room in which it
hangs. Id. Thus, a work’s “decorative function” couldnot render it uncopyrightable.
•

Fourth, the graphic features of Varsity’sdesign—the arrangement of stripes, chevrons, zigzags, and

color-blocking—couldbe identified separately from the utilitarian aspects identified in theprevious
step. Id. at 491. The districtcourt had held that these graphics could not be separately identified from
theuniform because a uniform without these graphics would not be recognizable as acheerleading
uniform. Id. The Sixth Circuit, disagreed. Tostart, the designs did not enhance the utilitarian aspects of
the uniform. Id. That is, a “plain white cheerleading top andplain white skirt still cover the body and
permit the wearer to cheer, jump,kick, and flip.” Id. Moreover, the recordshowed that not all
cheerleading uniforms must look the same to be cheerleadinguniforms. Id.
•

Fifth, the arrangement of stripes,chevrons, zigzags, and color-blocking could exist independently of

theutilitarian aspects of the cheerleading uniform. Id. Indeed, they could be incorporated into other
types of garments, or theycould even be printed, framed, and hung on the wall as art. Id.at 491-92.
Because the designs could “be identifiedseparately from, and [were] capable of existing independently
of, theutilitarian aspects of [cheerleading uniforms],” the designs were copyrightablesubject matter. Id.
at 492 (quoting 17 U.S.C. § 101). The court concluded its opinion by statingthat its holding was
consistent with other decisions on the protectability ofclothing; those decisions have allowed copyright
protection for fabric designsbut not dress designs, and here the designs at issue were more akin to
fabricdesigns. Id. at 492-93.

The court thus entered summary judgment forVarsity on the issue of the protectability of its designs as
pictorial,graphic, or sculptural works. Id. at 493. It remanded the case to the district court toaddress
Star’s contention that the designs were ineligible for copyrightprotection because they lacked
originality. Id.
The dissent generally agreed with the majority’sapproach to conceptual separability, but would have
defined the function of theuniforms—the third step in the majority’s five-step process—differently. Id.at
495. The majority had identified thefunction of the uniforms as covering the body, wicking away
moisture, andwithstanding the rigors of athletic movements, but the dissenting view was thatthis broad
definition applied to all athletic gear. Id. Thus, it would instead define the utilitarianaspect of the
uniform as identifying the wearer as a cheerleader. Id. Once the function was thus defined, itfollowed
that the decorative elements were not separable from thefunction. Id.
The Sixth Circuit has granted Star’s motion tostay the court’s mandate so that Star can file a petition for
writ of certiorari with the United StatesSupreme Court. It remains to be seenwhether the Supreme
Court will grant Star’s petition, but as the Sixth Circuitcorrectly observed, the lower courts have long
struggled with the concept ofseparability, so the Supreme Court’s guidance in this area could be
valuable.
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